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This action is in response to applicants' amendment of 16 December 2005. The 
amendment to the specification has overcome the objection to the disclosure and the 35 USC 1 12 
second paragraph rejection. The rejections over copending application 10/317,424 are withdrawn 
since that application is abandoned. The amendments to the claims have overcome the objections 
to the claims, the 35 USC 1 12 first paragraph rejection, the 35 USC 102(b) rejection over JP 
2000-290648; the 35 USC 102(e) rejection over U.S. patent 6,676,853 and the art rejections over 
EP 406,554; JP 56-155282; JP 56-155281 and U.S. patents 4,512,912; 6,673,473; 6,517,741; 
4,604,549 and 6,509,685. Applicants arguments with respect to the remaining rejections have 
been fully considered but they are not persuasive. 

Claims 16 and 20 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

These claims teach the phosphor produced by the claimed process comprises a material 
having the formula (Di_ x Eu x )A3B40i2. This teaching that the phosphor process comprises a 
material having the formula (Di. x Eu x )A3B40i2 is new matter. The specification teaches the 
phosphor produced by the claimed process has the formula (Di. x Eu x )A 3 B 4 0i2. 

Claims 16, 19, 20 and 21 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 19 is indefinite since it depends upon canceled claim 18. Claims 16, 20 and 21 are 
indefinite since x is not defined. 
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The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude' 1 granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 8-12, 14, 15, 21-26 and 28-31 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1,8-10, 
18 and 22-23 of copending Application No. 10/317,423. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the claims of application 
10/3 1 7,423 teaches a mercury vapor lamp comprising a blend of phosphor comprising 
(Y,Gd)Al3B 4 0i2:Eu, as the red phosphor; LaPC>4:Ce,Tb as the green phosphor; S^AlnC^Eu as 
the blue-green phosphor and BaMgAli 0 Oi 7 :Eu as the blue phosphor. (Y,Gd)Al 3 B 4 0i2:Eu 
encompasses the formulas YAbB 4 0i2:Eu, GdAl^O^Eu and (Yi. x Gdx)Al3B 4 0i2:Eu, where 
0<x<l. While the amount of europium is not given in the taught borate phosphor, one of 
ordinary skill in the art knows that it is the amount that is effective to activate the phosphor. This 
amount would at least overlap the claimed range, which is effective to activate the phosphor. The 
reference suggests the claimed phosphor blend and light source. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Applicants 5 comments with respect to this rejection are acknowledged. It is noted that 
Application No. 10/317,423 was allowed 25 February 2005. 

Claims 8-12 and 21-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
2000-290648. 

This reference teaches phosphors having the formulas (Gdi. x Eu x )Al 3 B 4 0i2 where x is 
0.005-0.2; (YGdo.9Euo.i)Al 3 B40,2; (LaGdo.9Euo.i)Al 3 B 4 Oi2; (Y0.9EU0.OAI3B4O12; 
(Lao.9Euo.i)Al3B 4 Oi2 and (Gdo.9Lao.5Yo.5Euo.i)Al3B 4 Oi2. These phosphors all fall within the 
claimed formulas. The phosphor is used as the source of red in fluorescent lamps which have a 
source of UV radiation located in a sealed housing. It is notoriously well known in the art that 
white light emitting fluorescent lamps contain blends of red, blue and green emitting phosphors. 
This suggests that the phosphor can be blended with at least a green and blue phosphor to form a 
white light emitting fluorescent lamp. Thus, the reference suggests the claimed blend and device. 

Applicants' argument that this reference teaches Gdi_ x Eu x Bi. y (Al/Ga) y 03 is not 
convincing since it clearly teaches ((Gd/Y/La)i- x Eu x )Al 3 B 4 0i2. Applicants argue the reference 
does not suggest the claimed blend. This argument is not convincing since the reference teaches 
using the taught phosphor as the red phosphor in fluorescent lamps, and applicants have admitted 
that white light emitting fluorescent lamps conventionally contain blends of red, green and blue 
emitting phosphor. The rejection is maintained. 

Claims 8-12 and 21-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. patent 6,676,853. 

This reference teaches a phosphor having the formula Gdi J2u a Al 3 B 4 0i2, where a is 
0.003-0.5 and (Gdi_ x Y x )i. a Eu a Al 3 B 4 0i 2 , where a is 0.003-0.5 and x is 0.005-0.95. Examples 4 
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and 5 teach compositions where a is 0.05. The exemplified compositions fall within the claimed 
formula. Finally, the taught phosphors are used as the red phosphor in rare gas lamps, which 
have a source of UV radiation located in a sealed housing. It is notoriously well known in the art 
that trichromatic rare gas lamps contain blends of red, blue and green emitting phosphors. This 
suggests that the claimed phosphor can be blended with a green and blue phosphor to form a 
trichromatic rare gas lamp. Thus, the reference suggests the claimed blend and device. 

While applicants are correct this reference teaches a display, it also teaches the phosphor 
can be used as the red phosphor in rare earth lamps in column 3, lines 40-43. As stated above, 
these lamps are known to include trichromatic or white light emitting lamps. The rejection is 
maintained. 

Claims 2 and 3 are allowable over the cited art of record. 

Claims 13, 17 and 27 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claims 16, 19 and 20 would be allowable if rewritten or amended to overcome the 
rejections under 35 U.S.C. 1 12 set forth in this Office action. 

Claims 2, 3, 13, 16, 17, 19 and 27 are allowable for the reasons given in the previous 
action. The process of claim 20 for producing a phosphor having the formula (Di_ x Eu x )A3B 4 0i2, 
where D is at least one of Y and a rare earth element excluding europium, A is at least one of Al, 
Ga, Sc and In and x is in the rage of about 0.001 to about 0.3. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. t 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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C. Melissa Koslow 
Primary Examiner 
Tech. Center 1700 



